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Honorable Members of the Board: 

As provided in 37 C.F.R. §1.192, Appellant files this Amended Appeal Brief in triplicate 
in connection with the above-identified application with the Board of Patent Appeals and 
Interferences ("Board"). Applicant files this Amended Appeal Brief in response to the 
Notification of Non-Compliance entered by the Examiner on June 30, 2004. 

Applicant filed the requisite government fee provided for in 37 C.F.R. §1.17(c) for a 
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01 FCs2402 165.00 M 


small entity in the amount of $165.00 for filing this Appeal Brief with the original Appeal Brief 
filed by Applicant. 

The Commissioner hereby is authorized to charge any additional fees to Account Number 
501565 for the Law Office of Ray R. Regan, P. A., and to deposit any overpayments to Account 
Number 501565. 

(1) Real Party in Interest 

The real party in interest is the Appellant, Steve B. Taylor, an individual, whose mailing 
address is 4908 Hawkins, N.E., Albuquerque, New Mexico 87109, and whose residence address 
is 9718 Avenida del Oso, N.E., Albuquerque, New Mexico 871 1 1. 

(2) Related Appeals and Interferences 

No other appeals or interferences will directly affect, be directly affected by, or have a 
bearing on the Board's decision in this appeal. 

(3) Status of Claims 

Claims 1-22 are pending in the application. 

Claims 23-31 have been cancelled. 

Claims 1-22 have been finally rejected. 

Prosecution History: Appellant filed the original application on June 20, 2003. The 
Examiner entered a telephonic restriction, with traverse, and limited examination of the 
Application to claims 1-22. The Examiner thereafter mailed a first, non-final office action on 
February 23, 2004 ("First Office Action"). Appellant filed a Reply on March 19, 2004 ("First 
Reply of Applicant"). In response, the Examiner entered a Final Office Action on May 6, 2004 
("Final Office Action"). Appellant filed a Reply to the Final Office Action, and a Notice of 
Appeal to the Board, on June 2, 2004. 

Subsequently, the Examiner's Primary Examiner entered an Advisory Action dated June 
30, 2004, stating that the Listing of Claims in the Reply to the Final Office Action filed by 
Applicant on June 2, 2004 did not include the parenthetical statement "cancelled" immediately 
after claim number 23, although all other subsequent claims did include the parenthetical 
statement. Accordingly, Applicant filed an Amended Reply to Office Action Number 02 (Final) 
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to amend the Listing of Claims by inserting the parenthetical statement "cancelled" immediately 
after claim number 23. 

Before receipt of the Amended Reply to Office Action Number 02 (Final), the 
Examiner's Primary Examiner also filed on June 30, 2004 a Notification of Non-Compliance 
("Notification") directed to Appellant's Appeal Brief. Because Applicant's Amended Reply to 
Office Action Number 02 (Final) was in transit to the Examiner, the Notification reiterated the 
requirement set forth in the Advisory Action, and requested clarification of the claim grouping 
explanation in Section (7) of this Brief. 

As stated in Section (9) of this Brief, the appealed claims are set forth in Appendix A. 

(4) Status of Amendments 

37 CFR 1.192 (c)(4) requires that a statement should be included in this section of the 
Brief about "the status of any amendment filed subsequent to final rejection." 

Appellant stated in the original Brief that Applicant filed no claim amendments in 
response either to the First Office Action or to the Final Office Action. 

If the term "amendment" in 37 CFR 1.192 (c)(4) is taken to mean "reply" or "response" 
to an office action, rather than an amendment of a claim, Applicant states that Applicant filed a 
Reply to the Final Office Action, and simultaneously filed a Notice of Appeal to the Board, on 
June 2, 2004. MPEP §1206 provides that Appellant should state the status of that "amendment" 
(reply or response) "as understood by the appellant." At the time of filing this Brief, Applicant 
understands the Reply to have been denied entry by the Examiner. More specifically, the 
Examiner's Primary Examiner entered an Advisory Action dated June 30, 2004 stating that the 
Listing of Claims in the Reply to the Final Office Action filed by Applicant on June 2, 2004 did 
not include the parenthetical statement "cancelled" immediately after claim number 23. In 
response, on July 9, 2004 Applicant filed an Amended Reply to Office Action Number 02 
(Final), amending the Listing of Claims by inserting the parenthetical statement "cancelled" 
immediately after claim number 23. 

(5) Summary of the Invention 

As stated in independent claims 1 and 1 1 (see Claims in Appendix A of this Appeal 
Brief), and as further shown both in the specification of the Application at pages 1-2 and in 
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drawing Figures 1-14, the coupler disclosed and claimed in the Application pertains generally to 
installing load-bearing shafts on variously shaped surfaces. 

Because boat hulls are commonly curved, rather than straight or planar, in at least the 
boating industry an unsolved problem exists for mounting shafts, towers, and other devices 
(collectively, "equipment") on boat hulls. See Application, page 1, lines 20-29, and page 2, lines 
1-15. 

Suggested solutions (a) require mounting equipment in a single position only, or (b) 
mounting the equipment with limited movement. Other solutions require modifying the shape of 
a boat hull to accommodate mounting the equipment. No solution provides an apparatus 
mountable intermediate the curved surface of a boat, and the equipment to be mounted on the 
boat, that accommodates flat-surfaced equipment and curved surfaces, and allows installation of 
the equipment in a variety of positions. 

Accordingly, Applicant invented the new and useful invention claimed in the 
Application, namely a variably positionable coupler mountable on a curved surface, and capable 
of securing equipment in a variety of positions. See Application, page 1, lines 20-29, and page 2, 
lines 1-15, and the claims in Appendix A. 

(6) Issues 

Whether claims 1-3 are patentable because U.S. Patent No. 5,697,320 issued to Murray 
on December 16, 1997 ("Murray Patent") does not anticipate the claims under 35 U.S.C. 
§102(b). 

Whether dependent claim 4 is patentable because, under 35 U.S.C. § 103(a), the claim is 
not obvious over the Murray Patent in view of U.S. Patent No. 5,704,749 issued January 6, 1998 
to Landgrebe ("Landgrebe Patent"). 

Whether dependent claim 5 is patentable because, under 35 U.S.C. § 103(a), the claim is 
not obvious over the Murray Patent in view of the Landgrebe Patent, in further view of U.S. 
Patent No. 1,257, 536 issued to Schroeder on February 26, 1918 ("Schroeder Patent"). 

Whether claims 6-13 and 16-22 are patentable because, under 35 U.S.C. §103(a), the 
claims are not obvious over the Murray Patent in view of the Schroeder Patent. 

Whether dependent claims 14-15 are patentable because, under 35 U.S.C. §103(a), the 


claims are not obvious over the Murray Patent in view of the Schroeder Patent, and in further 
view of the Landgrebe Patent. 

(7) Grouping of Claims 

The rejected claims are claims sets 1-10 and 1 1-22. 
For purposes of this appeal: 

A. Independent Claim 1 stands or falls separately, and dependent claims 2-3 stand or 

fall with claim 1; 

Dependent claims 4-5 stand or fall separately; and 
Dependent claims 6-10 stand or fall with claim 1. 

B. Independent claim 1 1 stands or falls separately; 
Dependent claim 14 stands for falls separately; 

Dependent claims 12, 13, and 16-22 stand or fall with claim 1 1; and 

Dependent claim 1 5 stands or falls with claim 14. 

(8) Arguments 

Predicate Argument Applicable to All 
Rejections in the Final Office Action 

As a predicate comment applicable to all rejections in the Final Office Action, it seems 
appropriate to consider the problem of burgeoning analytical differences among those involved 
with the patenting process, differences that are leading to a corresponding escalation in the 
number of appeals. 

During the past decade, decisions emanating from the U.S. Supreme Court, the Court of 
Appeals of the Federal Circuit, and arguments advanced by the examining cadre in the Patent 
Office, often seem at odds with (i) the Manual of Patent Examining Procedure ("MPEP"), (ii) the 
consistent holdings of the Board, and (iii) the understanding of patent practitioners. 

There is, of course, the "Festo Factor." Regardless of how the ten decisions now 
classified as "Festo" are read or interpreted, one rule looms clearly: any amendment made during 
prosecution assures later challenge as having been made "for purposes of patentability." 
Because almost any claim amendment may prospectively be recast as having been entered "for 
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purposes of patentability," practitioners now are advised that the Supreme Court has established 

"amendment and appeal as opposite paths to be taken." In other words, one must always appeal, 

rather than amend claims. See Appealing a Rejection at the Board: Analysis of Recent Board 

Decisions and Non-Appeal Alternatives, Susan Perng Pan, Journal of the Patent and Trademark 

Office Society, Vol. 85, No. 11 (November, 2003), page 853, at 855 et seq. As required by 

MPEP §1206, a copy of the article is included with this Brief at Appendix B. 

In addition to dilemmas posed by the Festo Factor, the examining cadre occasionally 

invokes arguments of the kind found in this case, arguments that contrary to the admonitions in 

the MPEP, raise the specter of an adversarial proceeding, rather than an ex parte effort to achieve 

patentability. On page 3 of the Examiner's Final Office Action the Examiner argues: 

(Note that while the Murray curved surface does not curve at its point of contract 
with element 40, it does curve elsewhere and is thus a curved surface within the 
broadest reasonable interpretation of the claim language.) 

The Examiner's argument seems to be this: Although Applicant's arguments are valid, 
they are irrelevant because the Examiner may reject claims based on the "broadest reasonable 
interpretation of claim language." The corollary to that argument seems to be: During 
examination, no regard need be paid to the specification, its definitions, and its explanations. 

Two problems present themselves: First, if neither the definitions nor explanations 
provided in the specification of a patent application have meaning, why are they included? 

Second, the argument that the examiners need consider o nly the "broadest reasonable 
interpretation of claim language" is wrong . The assertion is inconsistent with the MPEP rules of 
prosecution claim interpretation. MPEP §2111.01 does not state that pending claims must be 
given their broadest reasonable interpretation. Rather, that section clearly requires that 
"...pending claims must be given their broadest reasonable interpretation consistent with the 
specification ." 

Those four words, "consistent with the specification," significantly modify the rule. 

In fact, the "broad interpretation" formulation goes on to indicate that "broad" 
interpretation is not the goal . MPEP §2111.01 states that "...broad interpretation by the 
examiner reduces the possibility that the claim, once issued, will be interpreted more broadly 
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than is justified." In other words, an examiner should indeed read the claims "in light of the 
specification," but should not read limitations into a claim. 

Clearly, therefore, claims are not to be examined by giving them their broadest possible 
interpretation. Rather, pending claims are to be given their broadest reasonable interpretation 
consistent with the specification. That is logical; claims are not drafted in a vacuum, but are 
shaped, defined, and given meaning by the specification of the application. 

Fortunately, the Board is in agreement. Although not binding precedent, the analytical 
approach taken in recent decisions supports the foregoing analysis: Ex parte Cynthia L. Cassel, 
et al., Appeal No. 2002-1893 pertaining to Application No. 09/767,413, and Ex parte Kyle D. 
Wessells, et al, Appeal No. 2004-0462 pertaining to Application No. 09/915,861. In both cases, 
the Board gave due consideration not only to the claims, but did so in light of the specification. 

The Festo Factor raises the specter that any claim amendment may be considered suspect, 
and may be deemed to eliminate application of the Doctrine of Equivalents, when reviewed by a 
court during infringement litigation. Frequently, however, claim amendments are unnecessary if 
the guidance of the MPEP is properly applied during examination. In this case, it seems that the 
examiner began with an erroneous perception about MPEP §21 1 1.01, which, if corrected by this 
Board, will result in issuance of letters patent without amendment of the claims. 

In light of that background, Appellant will now address each argument advanced by the 
Examiner in this case. 

Rejection Under 35 U.S.C. § 102(b) 

Claims 1-3 are patentable because they are not anticipated under 35 U.S.C. § 102(b) by 
U.S. Patent No. 5,697,320 issued to Murray on December 16, 1997 ("Murray Patent"). 

The coupler was neither patented nor described in a printed publication in this or a 
foreign country, nor was it in public use or on sale in this country, more than one year prior to 
the date of filing of the Application in the United States. 

Claims 1-3 are, therefore, allowable as originally filed because the cited reference does 
not anticipate Applicant's coupler. 

Applicant's coupler as claimed in independent 1 is directed, among other things, to an 
apparatus that includes structural elements that differ markedly from those claimed in the 


Examiner's primary reference, the Murray Patent. The structural elements of Applicant's 
coupler also cooperate differently than those claimed in the cited reference. Accordingly, the 
Examiner should have withdrawn the rejections of claims 1-3. 

Specifically, as recited in claim 1, Applicant's coupler is variably positionable. The 
coupler includes a base having a flat planar surface on the lower side but is, nevertheless, 
mountable on a curved surface, a unique and novel contribution to the art, because means are 
provided for mounting the base on a curved surface. In one embodiment of the coupler, the 
means for the mounting the coupler on a curved surface is a plurality of ball washer assemblies. 
The structural elements comprising the ball washer assemblies are identified in the specification, 
the drawing figures, and claims. See Application, page 7, beginning at line 5, and claims 16-18, 
Application, page 14, beginning at line 10. Additionally, the coupler includes a structural 
element described as a tub. The tub cooperates with the base by being, as claimed, adjustably 
collectable to the base. A structural element described as a plug is provided. The plug 
cooperates with the tub by being repositionably attachable to the tub. In addition, the coupler 
includes a structural element identified as a neck. The neck is rotatably insertable in the plug. 
Further, the neck is formed for securing a shaft to the neck. A clevis mechanism, slidably and 
dgmoimtably engageable wjth the plug and the neck, also is included. See Application, page 12, 
lines 5-13. 

The Murray Patent discloses neither the structure nor cooperation of structure of 
Applicant's coupler. 

In the Final Office Action, the Examiner provides "marked up" figures 4 and 5 extracted 
from the Murray Patent. The Examiner added reference numbers 100 and 200 to the marked up 
figures. The Examiner suggests that the Murray Patent discloses "...means (57) for mounting 
the base on a curved surface. ..." Applicant respectfully disagrees. 

Item 57 of the Murray Patent is not even mentioned in the specification of the Murray 
Patent. It appears that the lead line to item 57 is directed to a hole or bore. Neither the hole nor 
bore would provide the means for mounting the base on a curved surface provided by 
Applicant's coupler. Neither the hole nor bore comprise a plurality of ball washer assemblies as 
claimed by Applicant. 
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The Examiner also asserts on page 4 of the Office Action that the Murray Patent 
discloses "...a tub (100) adjustably connectable to the base...." The structural element marked 
by the Examiner in Figure 4 as item 100 is the same or similar to item 55 in Figure 5. But the 
specification of the Murray Patent identifies item 55 as "...an eyelet fitted on the end of the 
leg...." See Murray Patent, col. 5, 11. 12-14. 

The Examiner then argues that the Murray Patent provides a structural element 
comparable to plug 72 of Applicant's coupler. The Examiner states that the Murray Patent 
discloses "...a plug (42, 71) repositionably attachable to the tub." Applicant respectfully 
disagrees. The Examiner seems to suggest that the plug of Applicant's coupler can be achieved 
by combining items 42 and 71 of the Murray Patent. But Marked-up Figure 4 on page 4 of the 
Office Action indicates that element 42 is a shaft or, in the words of the Murray Patent, a "leg 
portion 42...." See Murray Patent, col. 3, 11. 51. Item 71, however, collectively are "T-fitting 71 
slides. . .that are extensions of "camel back hinges 40. . .." Neither alone nor in combination can 
elements 42 and/or 71 be said to re positionably attachable to a tub , as described and claimed in 
claim 1 of the Application, or can be said to provide for rotatable insertion of the neck as 
disclosed and claimed in the Application. See Application, Figure 2; and see Murray Patent, col. 

4, 11. 11-14 and col. 3, 11. 48-49. 

As shown above, pending claims are to be given their broadest reasonable interpretation 

consistent with the specification . 

The specification shows that tub 70 of boom-swivel device 68 includes a chamber 76. 
Chamber 76 defines a wall that, in a preferred embodiment of the present invention, forms 
circumferential wall 78. In addition, opposing threaded hollow holes 80a,b are formed in wall 
78 of tub 70. Opposing threaded hollow holes 80a,b as well as through opposing apertures 20a,b 
in opposing yokes 1 8a,b are engageable by first threaded bolts 22a,b . See Application, page 8, 
lines 5-12. 

The specification also shows, by cross-reference among Figures 3, 5 and 1 1 A-l 1C, that 
pl ug 72 that is formed with a body 82. Body 82 of plug 72 is formed with a leading end 84 and a 
following end 86. In addition, a disk 88 is monolithically formed and positioned on leading end 
84 of plug 72. Disk 88 of body 82 is removably insertable into chamber 76 of tub 70 both for 
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positioning purposes and for allowing plug 72 to be rotatably insertable around a longitudinal 
axis through chamber 76 in tub 70. A groove 90 is formed in body 82 of plug 72. The formation 
of groove 90 contributes to defining opposing arms 92a,b in body 82 of plug 72. In addition, 
opposing hollow tubes 94a,b are formed in opposing arms 92a,b of body 82 of tub 70. Groove 
90 in body 82 is dimensioned for insertion of neck 74 . Opposing tubes 94a,b in opposing arms 
92a.b are included in a preferred embodiment of the p resent invention for insertion of a clevis 
mechanism 96 as described subsequently in this document . See Application, page 8, lines 13-24. 
Neither the foregoing structure, nor the foregoing cooperation of structure, is shown or 

claimed in the Murray Patent. 

The Examiner also argues that the Murray Patent discloses a structural element akin to 
neck 74 of Applicant's coupler: the Examiner states that "...a neck (55) [is] rotatably insertable 
in the plug, wherein the neck is formed for securing a shaft 200 to the neck...." See Office 
Action, pages 4-5. Applicant respectfully disagrees. The Murray Patent discloses no structural 
element comparable to neck 74 of Applicant's coupler. The item that the Examiner identifies as 
"neck (55)" has already been identified by the Examiner as tub (100). In Applicant's coupler, 
neck 74 is rotatably insertable in plug 72. Accordingly, the element advanced by the Examiner 
as a "neck" is certainly not rotatably insertable in the plug. 

The Examiner concludes the arguments about claim 1 of Applicant's coupler by the 
following assertion: "Note that while the Murray curved surface does not curve at its point of 
contact with element 40 [i.e., the camel back hinges noted above], it [presumably the 'curved 
surface'] does curve elsewhere and is thus a curved surface with the broadest reasonable 
interpretation of the claim language." See Office Action, page 5. Applicant is unclear as to the 
Examiner's assertion. First, Applicant's coupler includes a base having a flat planar surface on 
the lower side that is, nevertheless, mountable on a curved surface. This unique and novel 
contribution to the art is both claimed and shown in Figures 3 and 4. Second, Applicant makes 
no claim that any element of the coupler has a curved surface. Third, the Examiner does not 
identify where the "elsewhere" is that shows that "it" curves. 

As claimed, Applicant's coupler is variably positionable. The device disclosed in the 
Murray Patent is not. At best, the Murray device can move in one plane. More specifically, 
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using the terms of the Murray Patent, when T-fitting 71, as shown in Figure 5, is mounted on 
eyelet 55, the device can move only rotationally around a single point in an x-y axis. Applicant's 
coupler, however, is variably positionable. 

In summary, the Murray Patent neither claims nor discloses, the coupler disclosed in the 
specification of the Application , and claimed by Applicant. 

For these reasons, and for the reasons articulated below, Applicant respectfully requests 
that the rejections of claims 1-3 under 35 U.S.C. § 102(b) be withdrawn. 

Discussion of Rejections under 35 U.S.C. §102 

The fundamental teaching on the doctrine of anticipation was set forth by Judge Rich in 
In re William J. King, 801 F.2d 1324, 231 USPQ 136 (Fed. Cir. 1986): 

It is axiomatic that anticipation of a claim u n der 6102 can be found only if the 

prior art reference discloses every elem ent of the claim. 

In re William J. King at 231 USPQ 139 (emphasis added). 

Further, as provided in MPEP §2131, for a reference to anticipate a claim, that reference 
must teach, or i dentically describe , each and every element or step of the claim in the identical 
orientation . Atlas Powder v. E.I. duPont, 750 F.2d 1569, 224 USPQ 409 (Fed. Cir. 1984); 
Jamesbury Corp. v. Litton Industrial Products, 756 F.2d 1556, 225 USPQ 253 (Fed. Cir. 1985) 
(emphasis added). "Anticipation" is a restrictive concept, requiring the presence in a single prior 
art disclosure of each and every element of a claimed invention. Further, as held in Scripps 
Clinic & Research Foundation v. Genentech, Inc., 927 F.2d 1565, 18 USPQ2d 1001, 18 
USPQ2d 1896 (Fed. Cir. 1991), "there must be no difference between the claimed invention and 
the reference disclosure, as viewed by a person of ordinary skill in the field of the invention." 
(Emphasis added) 

As discussed above, the Murray Patent does not disclose the identical structure and 
cooperation of structure as described in the Application. 

Applicant, therefore, respectfully urges that the Murray Patent does not anticipate claims 
1-3 of Applicant's coupler as claimed, and that those rejections be withdrawn. 


12 

First Rejection Under 35 U.S.C. § 103(a) 

The Examiner expressly rejected dependent claim 4 as obvious, but claim 4 is patentable 
because, under 35 U.S.C. § 103(a), the claim is not obvious over the Murray Patent in view of 
U.S. Patent No. 5,704,749 issued January 6, 1998 to Landgrebe ("Landgrebe Patent"). 

Incorporating by reference all foregoing statements recited in this paper, Appellant also 
submits that the differences between the subject matter sought to be patented, and the references 
cited by the Examiner, are not such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which the 

subject matter pertains. 

Claim 4 is a dependent claim. Having overcome the rejections of independent claim 1, 
dependent claim 4 is allowable for at least the same reasons that support allowability of 
independent claim 1. 

Further, as succinctly stated in the MPEP, to establish a prima facie case of obviousness, 
three basic criteria must be satisfied: (1) a suggestion or motivation to modify the cited reference 
or to combine the teachings in the cited references ; (2) a reasonable expectation of success; and 
(3) the cited references must teach or suggest all the claim limitations . See MPEP §706.02(j). 
The cited reference "must expressly or impliedly suggest the claimed invention...." 

As provided in MPEP §2143.01, the "mere fact that references can be combined or 
modified does not render the resultant combination obvious unless the prior art also suggests the 
desirability of the combination." 

Also, and rather significant in this instance, Applicant's disclosure should not be used as 
a blueprint to reconstruct the claimed coupler out of isolated teachings in the prior art. Grain 
Processing Corp. v. American Maize-Products, 840 F.2d 902, 907, 5 USPQ2d 1788, 1792 (Fed. 
Cir., 1988). 

Although the Examiner argues on page 6 of the Office Action that "it would have been 
obvious to modify the coupler of Murray to include, (sic.) frustoconical recesses, as taught by 
Landgrebe, for the purpose of improving fastener alignment during assembly," the Examiner 
points to no suggestion, no motivation, no teachin g recited in either reference to support the 
argument . 
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Further, although the Examiner asserts that it would be permissible to modify the coupler 
by incorporating features of the Landgrebe Patent, Applicant respectfully submits it is improper 
to modify the coupler utilizing the reference. See MPEP §2143.01, the heading of which states 
that "The Proposed Modification Cannot change the Principle of Operation of a Reference." 

To combine the references in the manner sought by the Examiner is an application of 
impermissible hindsight in the analysis of Applicant's novel coupler, and would require 
impermissible modification of the principles of operation of Applicant's coupler. 

Second Rejection Under 35 U.S.C. § 103(a) 
Claim 5 is patentable because under 35 U.S.C. § 103(a) the claim is not obvious over the 
Murray Patent in view of the Landgrebe Patent, in further view of U.S. Patent No. 1,257, 536 
issued to Schroeder on February 26, 1918 ("Schroeder Patent"). 

Incorporating by reference all of the foregoing statements recited in this paper, Appellant 
also submits that the differences between the subject matter sought to be patented, and the 
references cited by the Examiner, are not such that the subject matter as a whole would have 
been obvious at the time the invention was made to a person having ordinary skill in the art to 
which the subject matter pertains. 

Claim 5 also is a dependent claim. Having overcome the rejection of independent claim 
1, dependent claim 5 is allowable for at least the same reasons that support allowability of 
independent claim 1 . 

Although the Examiner argues on page 6 of the Office Action that "it would have been 
obvious. . .to adapt the means for mounting, as taught by Schroeder, to be used at each hole of the 
Murray means for mounting," once again the Examiner points to no suggestion, no motivation, 
no teaching recited in either reference to support such an argument. 

Additionally, it seem evident that the Schroeder Patent is intended to be deployed only in 
connection with flat surfaces, not curved surfaces. See Schroeder Patent, Figures 1 and 2, and 
col. 2, 11. 64-80 for an explanation of that inventor's recommended use of the Schroeder device 
on first "a horizontal body portion," and second, on a "vertical portion." Unlike the variably 
positionable coupler claimed and disclosed by Applicant, to reverse the Schroeder device from a 
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horizontal to a vertical orientation, bolt 10 must be removed and reinserted "sideways." See 
Figures 1 and 2. 

Third Rejection Under 35 U.S.C. § 103(a) 

Claims 6-13 and 16-22 are patentable because under 35 U.S.C. §103(a) the claims are not 
obvious over the Murray Patent in view of the Schroeder Patent. 

Incorporating by reference all of the foregoing statements recited in this paper, Applicant 
also submits that the differences between the subject matter sought to be patented, and the 
references cited by the Examiner, are not such that the subject matter as a whole would have 
been obvious at the time the invention was made to a person having ordinary skill in the art to 
which the subject matter pertains. 

Claims 6-10 are dependent from independent claim 1. 

As Applicant already has indicated, having overcome the rejections of independent claim 
11 by showing that the primary reference of the Examiner, namely the Murray Patent, does not 
anticipate Applicant's coupler, dependent claims 6-10 are allowable for at least the same reasons 
that support allowability of independent claim 1 1 . 

The Examiner rejected independent claim 1 1 for obviousness. 

Independent claim 11, however, claims a boom-swivel device 68 that is detachably 
fixable to base 12. The claims dependent from independent claim 1 1, and the specification of the 
Application, show that boom-swivel device 68 includes at least one tub 70 (see claim 19), a plug 
72 (see claim 20), and a neck 74 (see claim 21). Applicant incorporates by reference all 
arguments made in this paper in connection with those elements of the coupler, and submits that 
Applicant has overcome the rejection of the Examiner. As to the rejection for obviousness the 
Schroeder Patent, Applicant has already overcome any application of that reference to 
Applicant's coupler, and further submits for the Examiner's consideration that there is neither a 
suggestion or motivation recited in either reference to combine elements in the novel manner of 
Applicant's coupler, nor any teaching of all the claim limitations. Accordingly although the 
Examiner argues on page 8 of the Office Action that "it would have been obvious... to adapt the 
washer assembly, as taught by Schroeder, to be combined with each hole of the Murray means 
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for mounting. . .," the Examiner points to no suggest ion , m ot ivati on, or teaching recited in either 
reference to sunnort the argument . 

In addition, Schroeder offers no teaching or suggestion that the Schroeder device is 
mountable on a curved surface. Attempting to combine the elements of the Murray Patent with 
the elements of the Schroeder Patent would result in an assembly that certainly would not be 
stationary on a curved surface, and could rotate only in one plane. Contrary to the Examiner's 
argument, the Schroeder ball washer assembly is not "beneficial for mounting components in a 
variety of positions," but rather only on a horizontal or planar position. See Office Action, page 
8. 

Claims 12-13 and 16-22 are dependent from independent claim 11. As Applicant has 
indicated, having overcome the rejections of independent claim 11 by showing that the primary 
reference of the Examiner, namely the Murray Patent, does not apply, dependent claims 16-22 
are allowable for at least the same reasons that support allowability of independent claim 11. 

Fourth Rejection Under 35 U.S.C. § 103(a) 

Claims 14-15 are patentable because under 35 U.S.C. §103(a) the claims are not obvious 
over the Murray Patent in view of the Schroeder Patent, and in further view of the Landgrebe 
Patent. 

Incorporating by reference all of the foregoing statements recited in this paper, Applicant 
also submits that the differences between the subject matter sought to be patented, and the 
references cited by the Examiner, are not such that the subject matter as a whole would have 
been obvious at the time the invention was made to a person having ordinary skill in the art to 
which the subject matter pertains. 

Claims 14-15 depend from independent claim 11. 

As Applicant already has indicated, having overcome the rejections of independent claim 
11 by showing that the primary reference of the Examiner, namely the Murray Patent, does not 
apply, dependent claims 14-15 are allowable for at least the same reasons that support 
allowability of independent claim 1 1 . 

Nothing in any of the cited references suggests or teaches the modifications or 

combinations argued by the Examiner. 
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Discussion of Rejections under 35 U.S.C. §103 

For the Examiner to establish a prima facie case of obviousness based on a combination 
of the content of various references, "there must be some teaching, suggestion or motivation in 
the prior art to make the specific combination that was made by the applicant." In re Creg W. 
Dance v. Hoek et al, (CAFC, 97-1229, October 30, 1998), citing In re Raynes, 7 F.3d 1037, 
1039, 28 USPQ2d 1630, 1631 (Fed. Cir. 1993); In re Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 
1443, 1445 (Fed. Cir. 1992), emphasis added. 

"Obviousness cannot be established by hindsight combination to produce the claimed 
invention." In re Creg W. Dance v. Hoek et al, (CAFC, 97-1229, October 30, 1998), citing In re 
Gorham, 933 F.2d 982, 986, 18 USPQ2d 1885, 1888 (Fed. Cir. 1991). 

Contrary to the Examiner's goal in this case, to modify Appellant's invention as shown in 
the Examiner's "marked up" figures, to modify a prior art reference to render a patent obvious 
req uires that "the prior art suggested the desirability of the modification. " In Re Fitch, 23 
USPQ2d 1784 (Fed. Cir. 1992). There is nothing in the cited reference or references that suggest 
the desirability of the proposed modification. 

It is also clear that a reference teaches away from an invention when "it suggests that the 
line of development flowing from the references's disclosure is unlikely to be productive of the 
result sought by the applicant." In re Gurley, 27 Fed. 3rd 551, 553, 31 USPQ 2d 1130, 1131 
(Fed. Cir. 1994). In reading such a reference, explained the court, the Examiner must ask if a 
person of ordinary skill in the art would have been discouraged from following the path set out in 
the reference, or "would [have been] led to a direction divergent from the path taken by the 
applicant." In re Gurley, at 1131. In other words, teaching away is the antithesis of suggesting 
that a person of ordinary skill in the art proceed in the direction taken by the applicant. 

The references cited do not even consider mounting a flat, planar device on a curved 
surface. The references include no suggestion at all that a person should consider what the 
Appellant invented. 

In determining the scope and content of the prior art, references must be read in their 
entirety, which means "as a whole." Panduit Corp. v. Dennison Mfg. Co., 810 F.2d 1561,1568, 1 
USPQ 2d 1593, 1597 (Fed. Cir. 1987). More, plural references cited in combination by the 
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Examiner must be considered for all they disclose, including disclosures that teach away from an 
invention, as well as those that point toward it . Panduit Corp., 810 F.2 at 1568, 1 USPQ 2d at 
1597. Singular references, selected to support an allegation that the structure and cooperation of 
structure of the invention disclosed in an application are merely matters of design technique or 
design choice, must still satisfy the burden on the USPTO to establish a prima facie case of 
obviousness under 35 U.S.C. § 103. In re Renter, 651 F.2d 751, 210 USPQ 249 (CCPA 1981). 

In view of these ageless references about what is "obvious" under 35 U.S.C. §103, 
Appellant respectfully urges that the claims be allowed. The structure as both disclosed in the 
Application, and claimed, differs from the structure disclosed in the references. The references 
cited by the Examiner do not disclose the cooperation of structure of Applicant's coupler. The . 
references disclose no teaching or suggestion to support the notion that the coupler is obvious in 
view of the combination of references cited by the Examiner. 

Conclusion 

In view of the foregoing, Appellant respectfully requests that the honorable Board of 
Patent Appeals and Interferences overrule the Final Rejection of Claims 1-22 over the cited art, 
and hold that Appellants' Claims 1-22 are allowable over the references. 

(9) Appendix 

The / e1alms^vplved>in tins-appeal are attached as Appendix A. 



Ray R. Regan, Reg. No. 36,899 
For Appellant 
P. 0. Box 1442 
Corrales, New Mexico 87048 
Telephone (505) 897-7200 
Facsimile (505) 897-7201 
E-mail rayregan@rayrregan.com 
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1 . A variably positionable coupler mountable on a curved surface, comprising: 
a base formed with an upper side and a lower side, 

wherein the lower side is a substantially flat planar surface; 
means for mounting the base on the curved surface; 
a tub adjustably connectable to the base; 
a plug repositionably attachable to the tub; 
a neck rotatably insertable in the plug, 

wherein the neck is formed for securing a shaft to the neck; and 
a clevis mechanism slidably and demountably engageable with the plug and the neck. 

2. A variably positionable coupler mountable on a curved surface as recited in claim 1, 
further comprising opposing yokes monolithically extending at substantially right angles from 
the upper side of the base. 

3. A variably positionable coupler mountable on a curved surface as recited in claim 2, 
further comprising one or more bores formed in the base with a proximal end and a distal end, 
and further wherein the one or more bores are shaped for removable engagement with a bolt. 

4. A variably positionable coupler mountable on a curved surface as recited in claim 3, 
further comprising a frustoconical recess formed adjacent the proximal end of the one or more 
bores. 

5. A variably positionable coupler mountable on a curved surface as recited in claim 4, 
further comprising a concave cup formed adjacent the distal end of the one or more bores. 

6. A variably positionable coupler mountable on a curved surface as recited in claim 1, 
wherein the mounting means is a plurality of ball washer assemblies. 
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7. A variably positionable coupler mountable on a curved surface as recited in claim 6, 
wherein the plurality of ball washer assemblies includes a second threaded bolt formed with a 
first diameter. 

8. A variably positionable coupler mountable on a curved surface as recited in claim 7, 
wherein the plurality of ball washer assemblies includes a ball washer. 

9. A variably positionable coupler mountable on a curved surface as recited in claim 8, 
wherein the ball washer is formed with a substantially hemispherical exterior surface, an interior 
surface, and a duct between the substantially hemispherical exterior surface and the interior 
surface formed with a second diameter larger than the first diameter of second threaded bolt. 

10. A variably positionable coupler mountable on a curved surface as recited in claim 9, 
further comprising a nut assembly. 

11. A coupler system, comprising: 

a base formed with opposing yokes; 

means formed in the base for mounting the base on a curved surface; 

a plurality of ball washer assemblies combinable with the mounting means; and 

a boom-swivel device detachably fixable to the base for securing a shaft to the coupler 

system. 

12. A coupler system as recited in claim 1 1 , wherein the opposing yokes are formed with 
opposing apertures. 

13. A coupler system as recited in claim 11, wherein the mounting means includes a bore 
formed in the base. 
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14. A coupler system as recited in claim 13, wherein the mounting means includes a recess 
formed in one end of the bore. 

15. A coupler system as recited in claim 14, wherein the mounting means includes a cup 
formed in the other end of the bore. 

16. A coupler system as recited in claim 1 1, wherein the plurality of ball washer assemblies 
includes a bolt formed with a first diameter. 

17. A coupler system as recited in claim 16, wherein the plurality of ball washer assemblies 
includes a ball washer formed with a duct having a second diameter larger than the first diameter 
of the bolt. 

18. A coupler system as recited in claim 11, wherein the plurality of ball washer assemblies 
includes a nut assembly. 

19. A coupler system as recited in claim 11, wherein the boom-swivel device includes at least 
one tub adjustably connectable to the opposing yokes. 

20. A coupler system as recited in claim 11, wherein the boom-swivel device includes a plug 
repositionably attachable to the tub. 

21. A coupler system as recited in claim 11, wherein the boom-swivel device includes a neck 
for supporting a shaft rotatably insertable in the plug. 

22. A coupler system as recited in claim 11, wherein the boom-swivel device includes a 
clevis mechanism engageable with the plug and the neck. 
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